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DETAILED ACTION 

1 . This action is made Non-Final because examiner is making a new ground of 
rejection not necessitated by Applicant's amendment. 

Status of Claims 

2. Claims 1-20 are pending in this application. 

3. Claims 1-4, 6, 9, 10, 14-16 and 18-20 are amended. 

Claim Rejections- 35 U.S.C § 102 

4. Examiner is withdrawing the 1 02(b) rejection for claims 1 &2. 

Claim Rejections- 35 U.S.C § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 1 is being rejected under 35 U.S.C 103(a) as being unpatentable over US 
2003/0126069 to Cha in view of PR Newswire, " LaBranche & Co. Announces Shelf 
registration of Shares", herein PR Newswire. 

Regarding claim 1, Cha discloses a method implemented by a programmed 
computer system comprising: utilizing a computer to .input data regarding the sale 
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(claim 1 ). However Clia does not disclose, by a company to another entity, of a security 
consisting of: (i) a post-paid forward contract which obligates the second other entity to 
purchase a fixed number of shares stock of the company; and (ii) debt; utilizing a 
computer to input data regarding a purchase, by the company from the other entity, of a 
pre-paid forward contract which obligates the other entity to deliver to the-company a 
variable number of shares of stock in the company. Cha further discloses utilizing a 
computer to input a then-current stock price associated with the stock of the company 
(claim 1 ). Cha does not disclose utilizing a computer to calculate a number of shares 
underlying the pre-paid forward contract, based on a formula that is a function of a 
then-current stock phce and a remaining maturity associated with the pre-paid forward 
contract; utilizing a. computer to record the data regarding the sale, by the company to 
the other entity, of the security consisting of: (i) the post-paid forward contract; and (ii) 
the debt; utilizing a computer to record the data regarding the purchase, by the 
company from the second other entity, of the pre-paid forward contract; and utilizing a 
computer to record the calculated number of shares underlying the pre-paid forward 
contract. PR Newswire discloses, by a company to another entity, of a security 
consisting of: (i) a post-paid forward contract which obligates the second other entity to 
purchase a fixed number of shares stock of the company; and (ii) debt; utilizing a 
computer to input data regarding a purchase, by the company from the other entity, of a 
pre-paid forward contract which obligates the other entity to deliver to the-company a 
variable number of shares of stock in the company (page 1 ). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify 
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Cha's invention to include , by a company to another entity, of a security consisting of: 
(i) a post-paid forward contract which obligates the second other entity to purchase a 
fixed number of shares stock of the company; and (ii) debt; utilizing a computer to input 
data regarding a purchase, by the company from the other entity, of a pre-paid forward 
contract which obligates the other entity to deliver to the-company a variable number of 
shares of stock in the company. One of ordinary skill in the art would have been 
motivated to include , by a company to another entity, of a security consisting of: (i) a 
post-paid forward contract which obligates the second other entity to purchase a fixed 
number of shares stock of the company; and (ii) debt; utilizing a computer to input data 
regarding a purchase, by the company from the other entity, of a pre-paid forward 
contract which obligates the other entity to deliver to the-company a variable number of 
shares of stock in the company in order to ensure that an accurate record is kept of the 
forward contract transaction. PR Newswire discloses calculating a number of shares 
underlying the pre-paid forward contract, based on a formula that is a function of a 
then-current stock price and a remaining maturity associated with the pre-paid forward 
contract; utilizing a. computer to record the data regarding the sale, by the company to 
the other entity, of the security consisting of: (i) the post-paid forward contract; and (ii) 
the debt; record the data regarding the purchase, by the company from the second 
other entity, of the pre-paid forward contract; and utilizing a computer to record the 
calculated number of shares underlying the pre-paid forward contract (Page 1 ). 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Cha's invention to include calculate a number of shares underlying 
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the pre-paid forward contract, based on a formula that is a function of a then-current 
stock price and a remaining maturity associated with the pre-paid forward contract; 
utilizing a. computer to record the data regarding the sale, by the company to the other 
entity, of the security consisting of: (i) the post-paid forward contract; and (ii) the debt; 
record the data regarding the purchase, by the company from the second other entity, of 
the pre-paid forward contract; and utilizing a computer to record the calculated number 
of shares underlying the pre-paid forward contract. One of ordinary skill in the art 
would have been motivated to include calculate a number of shares underlying the pre- 
paid forward contract, based on a formula that is a function of a then-current stock price 
and a remaining maturity associated with the pre-paid forward contract; utilizing a. 
computer to record the data regarding the sale, by the company to the other entity, of 
the security consisting of: (i) the post-paid forward contract; and (ii) the debt; record the 
data regarding the purchase, by the company from the second other entity, of the pre- 
paid forward contract; and utilizing a computer to record the calculated number of 
shares underlying the pre-paid forward contract in order to ensure that all transactions 
associated with forward contract will be able to be accessed by the user at any point in 
time. 

7. Claims 2, 4-5 are being rejected under 35 U.S.C 103(a) as being unpatentable 

over PR Newswire and in view of Florida Bar Journal: "IRS starting to challenge 
popular tax deferral technique (variable prepaid forward contracts), herein Florida Bar 
Journal. 
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Regarding claim 2, PR Newswire discloses a security, comprising: a post-paid 
forward contract between a company and another entity, which post-paid forward 
contract obligates the other entity to purchase a fixed number of shares stock of the 
company; (b) debt of the company (page 1 ). However PR Newswire does not disclose 
(c) a pre-paid forward contract between the-company and the other entity, which pre- 
paid forward contract obligates the other entity to deliver to the company a variable 
number of shares of stock in the company. Florida Bar Journal discloses a pre-paid 
forward contract between the-company and the other entity, which pre-paid forward 
contract obligates the other entity to deliver to the company a variable number of shares 
of stock in the company (page 2). Therefore it would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify PR Newswire's invention to 
include a pre-paid forward contract between the-company and the other entity, which 
pre-paid forward contract obligates the other entity to deliver to the company a variable 
number of shares of stock in the company. One of ordinary skill in the art would have 
been motivated to include a pre-paid forward contract between the-company and the 
other entity, which pre-paid forward contract obligates the other entity to deliver to the 
company a variable number of shares of stock in the company in order to ensure that all 
types of pre-paid forward contracts are included. 

Regarding claims 4, PR Newswire discloses the security of claim 2. However 
PR Newswire does not disclose wherein the post-paid forward contract obligates the 
company to sell and the other entity to purchase, at maturity of the post-paid forward 
contract, a fixed number of shares of stock in the company for a fixed price. Florida 
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Bar Journa/ discloses wherein the post-paid forward contract obligates the company to 
sell and the other entity to purchase, at maturity of the post-paid forward contract, a 
fixed number of shares of stock in the company for a fixed price (page 2). Therefore it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify PR Newswire's invention to include wherein the post-paid forward contract 
obligates the -company to sell and the other entity to purchase, at maturity of the post- 
paid forward contract, a fixed number of shares of stock in the company for a fixed 
price. One of ordinary skill in the art would have been motivated to include wherein the 
post-paid forward contract obligates the -company to sell and the other entity to 
purchase, at maturity of the post-paid forward contract, a fixed number of shares of 
stock in the company for a fixed price in order to ensure that both parties involved in 
the forward contract are properly compensated. 

Claim 5 is being rejected using the same rationale as claim 4. 

8. Claims 3,14-15 are being rejected under 35 U.S.C 103(a) as being unpatentable 
over PR Newswire and Florida Bar Journal and further in view of Seattle Times, 
"Starbucks stock helps Schultz buy Sonics", herein Seattle Times. 

Regarding claim 3, PR Newswire discloses the security of claim 2. However PR 
Newswire does not disclose wherein the stock of company is common stock in a public 
company. Seattle Times discloses wherein the stock of company is common stock in a 
public company (page 1 ). Therefore it would have been obvious to one of ordinary skill 
in the art at the time of the invention to modify PR Newswire's invention to include 
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wherein the stock of company is common stock in a public company. One of ordinary 
skill in the art would have been motivated to include wherein the stock of company is 
common stock in a public company in order to ensure that all types of securities are 
included in the forward contract transactions. 

Regarding claim 14, PR Newswire discloses the security of claim 2. However PR 
Newswire does not disclose wherein the pre-paid forward contract obligates the other 
entity to deliver to the company a variable number of shares of stock in the company 
depending on a price of the stock at maturity of the pre-paid forward contract. Seattle 
Times discloses wherein the pre-paid forward contract obligates the other entity to 
deliver to the company a variable number of shares of stock in the company depending 
on a price of the stock at maturity of the pre-paid forward contract (page 1 ). Therefore it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify PR Newswire's invention to include wherein the pre-paid forward contract 
obligates the other entity to deliver to the company a variable number of shares of stock 
in the company depending on a price of the stock at maturity of the pre-paid forward 
contract. One of ordinary skill in the art would have been motivated to include wherein 
the pre-paid forward contract obligates the other entity to deliver to the company a 
variable number of shares of stock in the company depending on a price of the stock at 
maturity of the pre-paid forward contract in order to ensure that the company receives 
all the shares of stock that were agreed upon in the forward contract. 

Claim 15 is being rejected using the same rationale as claim 14. 
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9. Claims 6-7 are being rejected under 35 U.S.C 103(a) as being unpatentable over 
PR Business Wire in view of Florida Bar Journal and further in view of US 
2002/0133456 to Lancaster et al, herein Lancaster. 

Regarding claim 6, PR Business Wire discloses the security of claim 2. However 
PR Business Wire does not disclose wherein the entity pays to the other entity, a 
contract fee on the post-paid forward contract. Lancaster discloses wherein the entity 
pays to the other entity, a contract fee on the post-paid forward contract ([01 18]). 

Claim 7 is being rejected using the same rationale as claim 6. 

1 0. Claims 8 are being rejected under 35 U.S.C 1 03(a) as being unpatentable over 
PR Business Wire in view of Lancaster and further in view of U.S. Patent 7,236,955 to 
Sugahara. 

Regarding claim 8, PR Business Wire discloses the security of claim 6. However 
PR Business Wire does not disclose wherein the contract fee is paid periodically at a 
time selected from the group including: (a) daily; (b) weekly; (c) monthly; (d) quarterly; 
(e) semi-annually; and (f) annually. Sugahara discloses disclose wherein the contract 
fee is paid periodically at a time selected from the group including: (a) daily; (b) weekly; 
(c) monthly; (d) quarterly; (e) semi-annually; and (f) annually (column 4, lines 12-15). 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify PR Business Wire's invention to include disclose wherein the 
contract fee is paid periodically at a time selected from the group including: (a) daily; 
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(b) weekly; (c) monthly; (d) quarterly; (e) semi-annually; and (f) annually. One of 
ordinary skill in the art would have been motivated to include disclose wherein the 
contract fee is paid periodically at a time selected from the group including: (a) daily; (b) 
weekly; (c) monthly; (d) quarterly; (e) semi-annually; and (f) annually in order to ensure 
that the contract fee is paid at all times throughout the year. 

11. Claims 9&10, 18-20 are being rejected under 35 U.S.C1 03(a) as being 
unpatentable over PR Newswire in view of Florida Bar Journal and further in view of US 
2992/0103852 to Pushka. 

Regarding claim 9, PR Newswire discloses the security of claim 2. However PR 
Business Wire does not disclose wherein the debt is initially pledged as collateral to 
secure the obligations of the other entity under the post-paid forward contract. Pushka 
discloses wherein the debt is initially pledged as collateral to secure the obligations of 
the other entity under the post-paid forward contract ([0124]). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify PR 
Newswire's invention to include wherein the debt is initially pledged as collateral to 
secure the obligations of the other entity under the post-paid forward contract. One of 
ordinary skill in the art would have been motivated to include wherein the debt is initially 
pledged as collateral to secure the obligations of the other entity under the post-paid 
forward contract in order to ensure that the first entity is protected againt default by the 
second entity. 

Claim 10 is being rejected using the same rationale as claim 9. 
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Regarding claim 18, PR Newswire discloses the security of claim 2. However PR 
Newswire does not disclose herein, prior to maturity of the pre-paid forward contract, 
the company has the right to fix the number of shares underlying the pre-paid forward 
contract, based on a formula that is a function of a then-current stock price and a 
remaining maturity associated with the pre-paid forward contract. Pushka discloses 
herein, prior to maturity of the pre-paid forward contract, the company has the right to fix 
the number of shares underlying the pre-paid forward contract, based on a formula that 
is a function of a then-current stock price and a remaining maturity associated with the 
pre-paid forward contract ([0140], [0141]: mutual fund comprises different securities). 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify PR Newswire's invention to include prior to maturity of the pre-paid 
forward contract, the company has the right to fix the number of shares underlying the 
pre-paid forward contract, based on a formula that is a function of a then-current stock 
price and a remaining maturity associated with the pre-paid forward contract. One of 
ordinary skill in the art would have been motivated to include prior to maturity of the pre- 
paid forward contract, the company has the right to fix the number of shares underlying 
the pre-paid forward contract, based on a formula that is a function of a then-current 
stock price and a remaining maturity associated with the pre-paid forward contract in 
order to ensure the company is properly compensated based on the terms of the pre- 
paid forward contract. 

Regarding claim 19, PR Newswire discloses the security of claim 2. However PR 
Newswire does not disclose wherein the post-paid forward contract and the debt are 
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initially pledged as collateral to secure the obligation of the other entity to deliver stock 
pursuant to the pre-paid forward contract. Pushka discloses wherein the post-paid 
forward contract and the debt are initially pledged as collateral to secure the obligation 
of the other entity to deliver stock pursuant to the pre-paid forward contract ([0124]). 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify PR Newswire's invention to include wherein the post-paid forward 
contract and the debt are initially pledged as collateral to secure the obligation of the 
other entity to deliver stock pursuant to the pre-paid forward contract. One of ordinary 
skill in the art would have been motivated to include wherein the post-paid forward 
contract and the debt are initially pledged as collateral to secure the obligation of the 
other entity to deliver stock pursuant to the pre-paid forward contract in order to ensure 
that the first entity is protected against default by the second entity. 

Claim 20 is being rejected using the same rationale as claim 19. 

1 2. Claims 11-13 are being rejected under 35 U.S.C 1 03(a) as being unpatentable 
over PR Newswire in view of Florida Bar Journal and further in view of U.S. Patent 
6,263,321 to Daughtery. 

Regarding claim 11 , PR Newswire discloses the security of claim 2. However PR 
Newswire does not disclose wherein the debt pays a fixed cash coupon, subject to 
reset. Daughtery discloses wherein the debt pays a fixed cash coupon, subject to reset 
(column 21, lines 28-30). Therefore it would have been obvious to one of ordinary skill 
in the art at the time of the invention to modify PR Newswire's invention to include 
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wherein the debt pays a fixed cash coupon, subject to reset. One of ordinary sl<ill in the 
art would have been motivated to include wherein the debt pays a fixed cash coupon, 
subject to reset in order to ensure that all types of debt are included in the forward 
contract transaction. 

Regarding claim 12, PR Newswire discloses the security of claim 1 1 . However 
PR Newswire does not disclose wherein the coupon is paid periodically at a time 
selected from the group including: (a) daily; (b) weekly; (c) monthly; (d) quarterly; (e) 
semi-annually; and (f) annually. Daughtery discloses wherein the coupon is paid 
periodically at a time selected from the group including: (a) daily; (b) weekly; (c) 
monthly; (d) quarterly; (e) semi-annually; and (f) annually (column 22, lines 34-35). 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify PR Newswire's invention to include wherein the coupon is paid 
periodically at a time selected from the group including: (a) daily; (b) weekly; (c) 
monthly; (d) quarterly; (e) semi-annually; and (f) annually. One of ordinary skill in the art 
would have been motivated to include wherein the coupon is paid periodically at a time 
selected from the group including: (a) daily; (b) weekly; (c) monthly; (d) quarterly; (e) 
semi-annually; and (f) annually in order to ensure that all types of coupons are included 
in the forward contract transactions. 

Regarding claim 13, PR Newswire discloses the security of claim 12. However 
PR Newswire does not disclose wherein the coupon is reset and the debt is 
remarketed. Daughtery discloses wherein the coupon is reset and the debt is 
remarketed (column 22, lines 60-62). Therefore it would have been obvious to one of 



Application/Control Number: 10/677,838 Page 14 

Art Unit: 3696 

ordinary skill in the art at the time of the invention to modify PR Newswire's invention to 
include wherein the coupon is reset and the debt is remarketed. One of ordinary skill in 
the art would have been motivated to include wherein the coupon is reset and the debt 
is remarketed in order to ensure that that all types of coupons and debts are included in 
the forward contract transaction. 

13. Claims 16-17 are being rejected under 35 U.S.C 103(a) as being unpatentable 
over PR Newswire in view of Florida Bar Journal and Seattle Times and further in view 
of Sugahara. 

Regarding claim 16, PR Newswire discloses the security of claim 15. However 
PR Newswire does not discloses wherein at least a portion of the purchase price of the 
stock is paid to the other entity at the time of issuance of the pre- paid forward contract 
with the remaining portion funded through periodic contract payments. Sugahara 
discloses wherein at least a portion of the purchase price of the stock is paid to the 
other entity at the time of issuance of the pre- paid forward contract with the remaining 
portion funded through periodic contract payments (column 5, lines 9-14). Therefore it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify PR Newswire's invention to include wherein at least a portion of the purchase 
price of the stock is paid to the other entity at the time of issuance of the pre- paid 
forward contract with the remaining portion funded through periodic contract payments. 
One of ordinary skill in the art would have been motivated to include wherein at least a 
portion of the purchase price of the stock is paid to the other entity at the time of 
issuance of the pre- paid forward contract with the remaining portion funded through 
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periodic contract payments in order to ensure that the other entity is paid the agreed 
upon price for the stock. 

Claim 17 is being rejected using the same rationale as claim 16. 
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Response to Remarks 

Applicant's arguments filed on 4/10/08, with respect to the rejections of claims 
1,2,6,7,9,10,18-20 under 35 U.S.C 102(b) and claims 3-5,8,11-17 under 35 U.S.C 
103(a) have been fully considered and are persuasive. Therefore the rejections have 
been withdrawn. However upon further consideration, a new ground(s) of rejection is 
made in view of US 2003/0126069 to Cha in view of PR Newswire, " LaBranche & Co. 
Announces Shelf registration of Shares", herein PR Newswire and Florida Bar Journal: 
"IRS starting to challenge popular tax deferral technique (variable prepaid forward 
contracts) and of Seattle Times, "Starbucks stock helps Schultz buy Sonics" and US 
2002/0133456 to Lancaster et al and of U.S. Patent 7,236,955 to Sugahara and US 
2992/0103852 to Pushka and further in view of U.S. Patent 6,263,321 to Daughtery. 
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CONCLUSION 

Any inquiry concerning tliis communication or earlier communications from tlie 
examiner sliould be directed to MOHAMMAD Z. SHAIKH whose telephone number is 
(571)270-3444. The examiner can normally be reached on Monday-Friday (7:30-5); alt 
Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dixon can be reached on 571-272-6803. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would lil^e assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 3696 Examiner 
7/3/2008 Art Unit 3696 
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Primary Examiner, Art Unit 3696 



